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l ~* 

In view of a brief telephone interview with T.C. Director Jack Harvey, October 31, 2005, ^ 

Petitioner submits information that mjay be useful in reconsideration of the existing Petition ^ 

(originally filed 4/8/05, supplemented 6714/05). £ 

| CD 

I. Summary of Interview With|T.C. Director Harvey JT\ 

Petitioner thanks T.C. Director Jack Harvey for a brief telephone interview of October O 

31,2005. O 

15 

Peaboner observed that the fundamental problem with this application is that Examiner "< 
HKs has been playing "hide the bairj In spite of repeated requests in Petitioner's papers, with 
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specific citation to rules that require 1 an Examiner to put certain findings to paper, Examiner Ellis 
simply refuses to uracly disclose hi* views. Claim limitations arc ignored until final Office 
Actions and post-final advisory actios, and entirely new theories are raised in those papers. On 
several occasions, Examiner Ellis h^s directly stated that he will not follow instructions set out 
by Director Dudas in 37 C.F.R. and the MPEP. Even though he plainly admits in his advisory 
actions that his Office Actions have teen incomplete, and that he "completely misunderstood" 
the invention he was examining, he Insists on maintaining finality of those Office Actions. 

In the interview, it was agreed that the Decision of 9/9/05 was withdrawn, because it was 
issued beyond the authority of a SPrE - the signature of a T.C. Director is required. MPEP 
§ 1002.02. It was agreed that a new jdecision would be issued. 

Petitioner and Directory Harjey discussed the definition of the term "new ground of 
rejection." Director Harvey stated trjat he understood the term to require either a shift of 
statutory section, or a new reference J Petitioner noted that the CCPA cases cited in the Petition 
specifically rejected this view (indecjl, as discussed oelow, die Federal Circuit rejected the 
PTO's view yet again in a decision of August 2005, In re Kumar, 418 F.3d 1361, 1367, 76 
USPQ2d 1048, 1052 (Fed. Cir. 2005j (rejecting PTO's "simply an additional explanation" of 
existing references as a definition of jw ground") ). Petitioner suggested that it would be 
appropriate to include a citation to authority for whatever definition of "new ground" would be 
used in further proceedings. Directorj Harvey indicated that he would attempt to locate one, and 
that he believed it existed in the MPE^. 



H. Definition of the Legal Terni of Art "New Ground of Rejection" 

In an effort to assist Director Purvey and SPrE Johnson in their reconsideration of the 
Petition now pending, Petitioner notes| the following. 

The legal term "new ground of rejection" is defined as any "position or rationale new to 
the proceedings" (new evidence, citatibn to a new portion of existing evidence, a new inference 
drawn from an existing reference, a ncjw legal theory, a new application of law to facts, etc.)*. 



, /"«^B/o« M ; C> 736F.2d699,|706 I ,.9,222USPQ191,197n9(Fed Cir l«g«rwh™.th. 
board makes a decision advancing a position or ntionale nJto the pVo^nS'. m S Ifbe 
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For example, relying on a new portion of an existing reference is a "new ground of rejection." 2 
A new factual finding or inference dj-awn from the identical portions of existing references is a 
"new ground of rejection." 3 A new Supporting position or rationale is a "new ground," even if it 
is simply offered to buttress a previous analysis or inference. 4 Any notion that a "new ground" 



afforded an opportunity to respond to thjit position or rationale by submission of contradicting evidence") 
- citing 37 CF.R. § 1.196(h); In re Kronty, 539 F.2d 1300, 1302-03, 190 USPQ 425, 426 (CCPA 1976V in 
reEynde. 480 F.2d 1364, 1370-71, 178 USPQ 470, 474 (CCPA 1973) l«We do agree with appellants that 
where the board advances a position or rationale new to the proceedings. . . the appellant must be afforded 
an opportunity to respond to that positioji or rationale by the submission of contradicting evidence This 
court soheldin/ n reA/wrc 1 [444F.2d $72. 1 70 USPQ 260 (CCPA 1971)], and we expressly reaffirm 
that view. The board's refusal to considejr evidence which responds to such a new rationale is error Ex 
parte Teeple, Appeal No. 97-0943, 1997| WL 1883925 at *2-3, htm://w^w.usptagov/weWoffices/dconi/ 
lWdecision S /fd970943.pdfat7 1 9(BPAlFcb. 17, 1998) (new explanation for § 1 12 1 2 rejection of 
same claim language is "new ground" of rejection). 

2 In re Wiechert. 370 F.2d 927. ^33, 152 USPQ 247, 251 52 (CCPA 1967) ("An applicant's 
attention and response are naturally focused on that portion of the refenmce which is specifically pointed 
out W the examiner. ... [W]hen a rejecjion is factually based on an endrely din%<Mt portion of an 
existing reference the appellant should bj; afforded an opportunity to make a showing of unobviousness 
vis-a-vis such portion of the reference'*);: -see also In re Echerd, 471 F.2d 632, 635, 176 USPQ 321, 323 
(CCPA 1973) ("We find the new reliance [to bel a new ground of rejection. New portions of the reference 
are relied upon to support an entirely ne* theory. .. appellants should have been accorded an opportunity 
to present rebuttal evidence as to the nev[ assumptions of inherent characteristics made by the board") 
reaffirmed by Kronig, 539 F,2d at 1303 Il90 USPQ at 427. The PTO's more-recent decisions regularly 
reurforoe this principle. Eg., Ex parte Mcher, Appeal No. 1999-1899, 2002 WL 63644 at *3-4 
http://ww.Lispto.gov/weWoffi 2g 2 00i)< new 
reliance on an arrow in a figure of an exiting reference is a "new ground of rejection"); Ex parte 

£ PPCal Ma 1999 - 1235 > 199 t ^ ^224326 at *3, . .7fd99:;235.pdf at 7, 10 (BPAI Sep. 30 
1999) (shift from examiner's reliance on tension spring 59 to Board's reliance on tension spring 61 in the 
same single reference is a "new ground of rejection''); In re Inline, 162 USPQ 192, 192 (CumnVr of 
Patents 1969) (a shift from references A and B to references A, B and C, where C had previously been 
relied upon, prevented final rejection), j 

3 In re Moore, 444 F.2d 572, 574^75, 170 USPQ 260, 263 (CCPA 1971) (any new "finding of a 
. new fact, even from the same referencejeven solely in support of an allemative to the preexisting 

rationale, requires that the applicant be gijveu an opportunity to respond), reaffirmed by Kronig, S39 F 2d 
at 1303, 190 USPQ at 427. 

4 In re Kumar. 418 F.3d 1361, l 3 k 76USPQ2d 1048, 1051 (Fed. Cir. 2005) (a new calculadon 
applied to a reference is not "simply an additional explanation of the Board's decision," it is a new ground 
of rejection); In re Waymviak* 486 F.2d 1058, 1061, 179 USPQ 627, 62<> (CCPA 1973) ("merely 
advancing] 'an additional reason' for aftlrming the examiner" is a '<new rejection"), modified 489 F 2d 
1297 180 USPQ 453 (CCPA 1974), reagrmed by Kronig, 539 F.2d at 1 303, 190 USPQ at 427; Moore 
444 R2d at 574-75, 170 USPQ at 263, 1 303, 190 USPQ at 427* Ex ' 
parte Lachut. Appeal No. 20014)933, 20Q2 WL 31257834 at *5, hUp://www.uspto.gov/web/orTKis/ 
ocomA>pai/decisions^d010933.pdf at 9 <J|PAI Mar. 14, 2002) (new analvsis and inferences drawn from 
the same portion of Hazen reference is a new point); Ex parte Hanlon* Appeal No. 98*2033, 1998 WL 
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i 

requires a new reference or shift frorp one statutory section to another has been expressly 
rejected by the courts and by the Fetjeral Circuit, the CCPA, and the Board. 5 

The reason follows from basib principles of examination: it is always the examiner's duty 
to take the first step of stating all elements of a prima facie case of unpatentability. 6 For 

example, 37 C.F.R. § 1.104(c)(2) stales that it is the examiner's duty in the first instance to 

I 

designate the portions relied upon "4 neady as practicable;" and "clearly explain" the 
correspondence of any complex refeijence to any claim being rejeited, at least on the facts here. 7 

i 

The courts and the Board have notedjthat Applicants cannot, and therefore are not obligated to t 
respond to issues that the examiner hjis not raised. See 37 C.F.R. § 1.1 1 1(b) (response must 
"point! ] out the supposed errors in the examiner's action and muiit reply to every ground of 
objection and rejection in the prior oface nctinn" - no duty to go beyond the written action). 
Applicants are under no duty to anticjpate issues that an examiner could have raised - even 
should have raised - but did not - an<^ whenever an examiner raises such issues, they are "new 
grounds.'* 8 j 



1748535 at *2 ; 3 t ...Zfd982033.pdf (Boards different analysis of the same portion of the same reference is 
a "new ground of rejection"). j 

™, J ,n re Kumar - 418 R3d 1361 ' l & 76 VS?Q2d 1048. 1051 (ltd. Or. 2005); Ai reAhlen 424 
F.2d 1088, 1098. 165 IKPQ418. 421 (C0>A 1970) (new facts based „ an c^^S^S 

T^^l?^™' eVMl * 35 U ° S& ¥ noticc "> ; ln re Bul ^ 362 F - 2d 5 55, 558-59, 150 USPQ 1 10 
!£> m ' rea ffi med & Kmi *\ 539 R2d ^ 1303, 190 USPQ at 427; In re tntine, 162 USPQ 

192, 192 (Comm'r of Patents 1969). i 

n B o « 35 U S C ' § 102 (patem i<shal1 " ** grantcd, 'Wcss* PTO establishes unpatentability); 37 
C.F.R. §§ 1J04, 1.H3 (actions must be Complete" and "clearly state" reasons); MPEP § 2142 (burden 
resKwith examiner to "show** unpatemarJilhy); 5 U.S.C. §§ 551-559; Wiechert, 370 F.2d at 963-64 1 52 
USPQ at 251-52, citing 37 C.F.R. § UOo^ now § U04(cX2); see also In re Oetiker, 977 F.2d 1443 1449 
(Fed. Cir. 1992) (Plager, J.. concurring) (iThe examiner cannot sit mum, leaving the applicant to shoot 
arrows into the dark hoping to somehow ijut a secret objection harbored by the examiner."). 

See also Wiechert, 370 F.2d aj 963-64, 152 USPQ at 251-52 ."This point seems to be 
appreciated by the Patent Office itself as ^tsRule 106(b) fnow 1.104(c)(2)] provides, inter alia, that: 
When a reference is complex or shows or describes inventions other than that claimed by the applicant 
the particular part relied on must be designated as nearly as practicable.^L 

^ ' H^*3TOF.2dat933.I52j^ 

might be mentioned in a particular referdnce''); Ex parte Lachvt, Appeal No. 2001-0933, 2002 WL 

m 2 ^^ 4 31 * 5, ^ ://www - us P ta S 0V M^ decisiona'fdO 10933.pdf at 9 (BPAIMar 

14, 2OT2) ("The entire [new analysis of existing referencesj is new and s hould have and could have been 
raised earlier " underline added); see also fx parte Mehta, Appeal No. H>99-2683, 2002 WL 1801560 at 
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The rules provide only one procedural course when an applicant's arguments or evidence 
require a new position or rationale frpm an examiner: non-final rejection. Applicants must be 
given a fair opportunity to react to trie thrust of any new ground, regardless of the time or context 
in which the examiner's "new position or rationale" arises. For example, if the new ground is 
introduced in response to an applicant's showing that an old ground of rejection is weak, any 
shift or buttressing is still a *ne w grojund," and the applicant musi: be given full opportunity to 
respond. 9 j 

"Contrary to the citations of cjase law ... it cannot be seen" (Decision of 9/9/05, page 5, 
line 15) is not an appropriate basis oij which to disregard court and agency precedent, In re Lee, 
211 F.3d 1338, 1344, 61 USPQ2d 1400, 1434 (Fed. Cir. 2002) ("An agency is not free to refuse 
to follow circuit precedent" ), especijally where the "new ground" case law focuses entirely on 
an applicant ^ opportunity to respond! to an examiner , and never mentions the vice versa situation 
discussed in the 9/9/05 Decision. 

Director Harvey stated that, o^i reconsideration, he would rely on any definition stated in 
the MPEP. But the PTO has never tajken the view that the MPEP can overrule the Federal 
Circuit. As the MPEP itself concede^ the MPEP has no "force of law" and cannot be interpreted 
contrary to 37 C.F.R. or Federal Cirajrit law. MPEP Forward; Micon, Inc. v. Quigg, 849 F2d 
1422, 1425 (Fed. Or. 1988) (MPEP 'jdoes not have the force of law, but it 'has been held to 
describe procedures on which the putflic can rely/") 



*4, ..Vfd992683.pdf at 11 (BPAI Jul 30, £001) (Board rejects examiner's attempt to untimely "twist the 
rejection around," even though based on the same references). 

9 In re Eynde, 480 R2d 1364, ojl, 178 USPQ 470, 475 (CCPA 1973) (even though Board's new 
rationale, based one the Eynde patent, wais in response to arguments made in the appeal Reply Brief, it 
was nonetheless a "new ground"), reffirfred by Kronig, 539 F.2d at 1303, 190 USPQ at 427* Ex parte 
Kozek Appeal No. 95-4678. 1995 WL 1747751 at *34, http^/www.uspto.gov/weh/officcs/dcon^pai/ 
decisionstfd954678.pdf at 7-9 (BPAI Sept. 16, 1997) (expressly acknowledging that appellant's argument 
overcomes the examiner's stated reasons.jbut entering a "new ground ofrejection" based on a different 
analysis of the identical references). 
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IE. The Facts Are Not In Dispute: The New Positions and! Rationales in the 10/25/04 
Office Action, the 2/14/05 Advisory Action, and the 6714/05 Advisory Meet the Legal 
Definition of **New Ground? 9 

The relevant facts are set fonjh in the Petition of 4/8/05. lliere is no question that: 

• Paragraph 14.4 of the! 1W25/04 Action is the first :nention in the prosecution 
history of Brender, cj>L 15, lines 48-50, and the first attempt to "designate" any 
portion of any. reference as corresponding to the 'control transfer instruction" of 
claim 87. ! 

• Paragraph 3 of the Advisory of 2/14/05 is the first mention of Goetz, col. 15 lines 
45-49 in the prosecution history. 

Under the correct definition "new ground," there is really no question that these are 

two "new grounds of rejection." Secj Petition of 4/8/05, Supplement of 6/14/05. 

i 

i 

IV. The 9/9/05 Decision Overlooked an Issue that was Presented: Both Office Actions 
are Too Incomplete to Supj^ort Final Rejection 

Section LE of the 4/8/05 Petition (pages 6-7) raises a separate ground for withdrawing 
finality based on MPEP §§ 2142-2143.03. The 9/9/05 Decision appears to have overlooked this 

i 

issue. That discussion is repeated hejre: 

The Director instruct^ as a matter of "procedure " that the examiner bears 
the initial burden to come foijward with three showings to support any rejection 
for obviousness: 

i 

2142 Legal Concept of fauna Facie Obviousness 

The legal concept of prtina facie obviousness is a procedural tool of 
examination which applips broadly to all arts . . . . The examiner bears the 
initial burden of factually supporting any prima facie conclusion of 
obviousness j 

ESTABLISHING A PRItfA FACIE CASE OF OBVIOUSNESS 

To establish a prima facip case of obviousness, three basic criteria must 



be met. . . . Second, there 



must be a reasonable expectation of success . 



10 



The Examiner disagrees with the Director. Li spite of several requests by 
Petitioner for some showing 6f "reasonable expectation of success " the Examiner 



10 MPEP § 2143 and 2143.02 restate an obligation placed on examiners by the Federal Circuit: 
"A proper analysis under § 103 requiresj inter alia, consideration of ... whether ... those of ordinary skill 
would have a reasonable expectation of Success." in re Vaeck, 947 R2d 488, 493. 20 USPQ2d 1438, 
1442 (Fed. Cir. 1991). 

i 
I 
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refuses to provide any such showing. Indeed, in the paper of February 10, 2003, 
Examiner Ellis states that he believes that "reasonable expectation of success" 
only applies in the chemical ^rts. Examiner Ellis states no authority for his 
opinion. Both the Director apd the Federal Circuit instruct otherwise. MPEP 
§ 2142; In re Oetiker, 977 F.£d 1443, 1446, 24 USPQ2d -443, 1445 (Fed. Cir. 
1992) (directly rejecting argument that prima facie obviousness applies only in 
chemical arts). 

Differences of opinioji between an examiner and the Director's policies set 
out in the MPEP are petitionee. 4 Further, where an examiner has been totally 
silent, it is impossible to idenjtify what difference of opinion might exist between 
applicant and examiner, let alone appeal that difference. Until all required 
elements of an examiner's anjalysis are set down on paper , closure of prosecution 
is premature. j 

4 ... In reAlappat, 33j F3d. 1527, 1580, 31 USPQ2d 1545, 1588 (Fed. Cir. 
1994) (en banc) (Plager, J., cjmcurring) ('The [Director] has an obligation to 
ensure thut ail parts of the agency . . . conform to official policy of the agency. . . "); 
see also Star Fruits S.N.C v. mited States, 393 F.3d 1277, 1284-85, 73 USPQ2d 
1409, 1414-15 (Fed. Cir. 2005) (petition process [is] the 'exclusive 
administrative check' on the discretion of examiners," to ensure that examiners 
act within the PTO's rules); &c parte Haas, 175 USPQ 217, 220 (Bd. Pat App. 
1972) ("If the examiner fails to follow the Commissioner's directions in the 
M.PJE.R, appellant's remedy is by way of petition to the Commissioner since this 
Board has no jurisdiction ovej* the examiner's action.") (Lidoff, examiner-in-chief, 
concurring), rev'd on other grpunds, 486 F.2d 1053 (CCPA 1973). 

Those who decide Petitions aje obligated to decide all issues presented. Separate grounds 
may not be ignored, and the issues rnky not be redefined. E.g., In re Kumar, 418 F.3d 1361, 
13(57, 76 USFQ2d 1048, 1052 (Fed. Cir. 2005) ("In accordance with the Administrative 
Procedure Act, the agency must assume that an applicant's petition is fully and fairly treated at the 
administrative level, without interim Jieed for judicial intervention"). 

Because The 9/9/05 Decision failed to decide this issue, the Decision is vacant ab initio. 
The Office may not pick and choose which rules it chooses to enforce and those it chooses to 
ignore when enforcement is sought. 

Petitioner respectfuDy requests that if the Petition is denied, that all grounds raised be 



V. The Status of Claim 22 is Too Unclear to Permit Appea 1 or Closure of Prosecution 

The Petition of 4/8/05 (as supplemented 6714/05) raises several related issues as to Claim 
22. all arising under 37 CP.R. § 1.1 li(b) and MPEP § 706.07, which address "clarity" and 
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| 

"completeness." The 9/9/05 Decisijon apparently overlooks thejte issues as well. Instead, the 
Decision appears to be directed to art issue under MFEP § 706.07(a), relating to "new ground of 

rejection." Sec Decision of 9/9/05, statement of issues decided, page 3, second item. Neither 37 

l 

C.F.R. § 1 . 1 13(b) nor MPEP § 706.07 contain any mention of "new grounds of rejection" - that 
is an unrelated issue. Therefore, it isj clear that the issue presented was never decided 

A. Procedural History <>f Claim 22 

i 

Claim 22 is discussed at paragraph 52 of the Office Action of the 2/1 1/04 and paragraph 

14 of the 10/25/04 Office Action. Cjaim 22 recites as follows: 
22. A method, composing the steps of: 

executing instructions) fetched from first and second regions of a memory 
of a computer, the instructiorjs of the first and second regions being coded for 
execution by computers follojwing first and second data storage conventions, the 
memory regions having associated first and second indicator elements, the 
indicator elements each haying a value indicating the data storage convention 
under which instructions frbm the associated region are to be executed; 

i 

recognizing when program execution has flowed or transferred from a 
region whose indicator element indicates the first data storage convention to a 
region whose indictor element indicates the second data storage convention, and 
in response to the recognition^ altering the data storage content of the computer to 
create a program context und^r the second data storage convention that is 
logically equivalent to a pre-^lteration program context under the first data 

storage convention. j 

I 

Paragraph 52.4 of the 2/1 1/04 Action compares the "the indicator elements each having a 

i 

value indicating the data storage convention under which instructions from the associated region 
are to be executed" to only Goetz '9b, col. 17, lines 24-33 and to no other reference (<H 52.3 
and 52.5 also only mention the Goeti '913 reference, making clear that Examiner Ellis is relying 

exclusively on one reference for this [portion of the claim): 

j . . ■ 

52. As to claim 22, Goetz e^aL in vkwof Brenderetal. andMnrpoy eta!, taught; 

t 

52.4. tfre indicator elements ea>± having a value indicating <te data storage convention under 
which instructions from jbe associated region are to be executed (Goetz et ai. col. 17 

lines 24-33); |_ 

Petitioner's paper of 7/12/04 fully responded to the issue as presented, by showing that 

the Examiner's interpretation of Goe|z '913, col. 17, lines 24-33 is incorrect. 

i 

i 
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Though this showing has be£|n before Examiner Ellis on at least three occasions, 
(Response of 7/12/04, pages 34-35; Kesponse to Office Action of 1/25/05 at pages 35-36: 
Second Response of 4/14/05 at page? 49-52), there has been no reply from Examiner Ellis, 
Examiner Ellis has not explained whether he maintains his origir al view, agreed with the 
showing, or has changed positions. : 

Instead, the 10/25/04 Action jstates that the Examiner has shifted from the single Goetz 
reference to another, and that becaus^ of that shift, "references may not be attacked 
individually." However, the IO/25/0J4 Action does not even specify which other references 
might be involved, let alone "designee the portions relied on" as required by 37 C.ER. 
§ 1.104<c)(2) (Action of 10/25/04, p4ge 3 1 14.1): 



14 - L ^at; 'Paragraph 52.4 compares the "the indicator element each having a value 
iffificattag the data storage cwrvention under which ifistructicms from the associated 

IK.^^w^* to G< ! etz » 17 ' lbcs 2 ^ However; tot, Ooeu oary 
tcaghes a gaMtt ™tf«»oes ^i jBSBBigagg SQ> There b no indication thai Gwu ever 
twtwodtMHtrt data storiM conventions" as recited in claim 22, let alone indicates 
them with any 'indicator/ 7 

This is not found persuasive biecause applicant is arguing against the references 
separately. Ons cannot show nooobvjcmsic^ 

rejections art based on ambulations |)f references. Sctlnrt KeiUr, 642 F.2d 413, 208 
USPQ S71 (Cm 19S1); h re MerJf <* 800 R2d 1091, 231 USPQ 373 (Fed. Or. 
1986). ; 



Paragraph 4 of the 2/14/05 Advisory Action further confines the issues: it merely states 
that unspecified portions of one or bcjth of two other references might be used to supplement the 
Goetz '913 patent, in some unspecified way, to meet the specific claim limitation at issue: 
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"No "Clear Issue* Is Developed for Claim 22" 

i 

Applicant is addftkmaJJjr fa error in tmj statement. If ^plicant were to have referred to 

the reject of 22 at pwkgr^ » 

i 

reeognized that me rejection ol? claim 22 was based upon a combination of references, 
specifically Gocttrtal. w vir^ of Bramet iL anil Murphy etal. He would also have 
recognized ftwn the rejection fjiat although Goetz et al. contained the claimed indicawrs (314) 
that it ww tender etal and of "data storage 

cor«cndim\porto Therefore, hy «gumgtliHt<joetteld. aUwdid 

nm teacb the complete daiaaedjaspect, applicant was indeed arguing the references 
indtviAiaBy, and w such, the response given was exacdy dm which w* necessary to rdwt 
applicant's argument. 



The 6/14/05 Advisory Action| offers no further clarification of what the Examiner's 
position is today, let alone "designate^ the portions relied on" as required by 37 C i\R. 
§ 1.104(c)(2). 

i 

B. Applicable Law 

37 C.RR. § 1.113 sets out thej minimum requirements for a final rejection. Rule 113 
reads as follows: j 

37 GFJL 1.113. Final rejectioiji or action. 

(b) In making such final rejectioh, the examiner shall repeat or state all grounds of 
rejection then considered applicable to the claims in the application, clearly stating the 
reasons in support thereof. t 

MPEP § 706.07 elaborates on § 1.113 as follows, emphasis added: 

706.07 Final Rejection 

Before final rejection is jn order a clear issue should be developed between the 
examiner and applicant . . . 

The examiner shoutd never lose sight of the fact that in every ca.se the applicant is 
entitled to a full and fair hearingy and that a clear issue between applica nt and examiner 
should be developed, if possible,! before appeal. 

In making the final rejecf ion* all outstanding grounds of rejection . . . must also be 
Clearly developed to such an extent that applicant may readily judge the advisability of an 
appeal unless a single previous Office action contains a complete statement supporting 
the rejection. 
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However, where a single previous Office action contains a complete statement of 
a ground of rejection, the final {ejection may refer to such a statement and also should 
include a rebuttal of any arggmjsnts raised ia the applicant's reply. 

i 

C. Because There is Ncj "Clear Statement of Reasons/* Final Rejection Is 
Premature 

The 10/25/04 Office Action irticulates no clear position on claim 22. Especially in view 
of the contradictory positions taken jn the Final Action and Advisory Actions, there is no way to 
know: 

• Does the Examiner still consider Goetz *9 1 3, coL 17, lines 24-33 to be pertinent? 

• Does the Examiner a^ree or disagree with the showing in the Response of 
7/12/04, that Goetz '913, coL 17, lines 24-33 does not show the "indicator 
elements . . . having a value indicating the data storage convention under which 
instructions from the! associated regions are to be executed?" 

• What other references| might be pertinent to the "indicator elements" of claim 22? 
The 10/25/04 Actionjand 6/14/05 Advisory suggests that other references might 
be pertinent, but doei not designate which references, let alone "designate the 
particular portions rejlied on" 

On the current state of the record, it is unclear whether the examiner relies on a single reference 

to meet the relevant limitation of claim 22, or on some combination. If the examiner relies on a 

! 

combination, there is no statement oi what that combination is. Without even an identification of 
what references are believed pertinerjt to the claim limitation at i&sue, it is impossible to identify 
whether the "issue for appeal" is: ! 

• Do Applicant and Exi miner agree or disagree on clai m scope? 

• Do Applicant and Examiner agree or disagree on the content of Goetz '913 col. 

17, lines 24-33? 

i 

• Do Applicant and Exajminer agree or disagree on the content of other unspecified 
references? \ 

• Do Applicant and Examiner agree or disagree on the law of obviousness? 

• Do Applicant and Exaimmer agree or disagree on the application of the law to the 
facts? : 

An appeal brief directed to claim 22 <jan only ask the Examiner to set forth his position - but 37 

C.F.R. § 1.1 13 demands a statement flo later than a final Office A;tion. Until the Examiner 

i 

complies with the procedural requireT*tents of 37 CF.R. §§ 1.104(c)(2), by designating the 

i 
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portions of each reference rclied ufx}>n, and explaining the pertinence of these references, no 
substantive response is possible. An appeal brief cannot rebut showings that have not been 
made, or identify dependent claims jhat should stand or fall with claim 22. 

Petitioner has challenged the' PTO to identify even the portions of the references relied on 
by the examiner, and the elements of that art thought pertinent. Both Examiner Ellis and the 
9/9/05 Decision arc silent The 9/9/65 Decision correctly stales that Applicant "clearly" 
responded to the Examiner's initialioshion, but makes no attempt to identify any point at which 
the Examiner "clearly" states whathjis position is now, including a "designation" of the portions 
of the references now thought pertinent. If the point of disagreeinent is "clear," the PTO should 
be able to identify where the record iets out the Examiner's view, timely and clearly stated 
(including the Examiner's "Answer (of] All Material Traversed," as required by MPEP 
§ 707.07(f)). and if it cannot, then th> PTO should recognize that final rejection is preniature. 

VI. The 9/9/05 Decision Erred By Failing to Decide an Issue Presented Relative to Claim 
104 

The first full paragraph on page 9 of the 4/8/05 Petition states an issue arising under 
MPEP § 706.07; this issue is not decjded in the Decision of 9/9/05. MPEP § 706.07 instructs 
that final rejection is only permissibly when an examiner's position on each individual claim is 
articulated in a single paper, and his position on the application a* a whole is set out in no more 
than two: 

i 

STATEMENT OF GROUNdIs 



However, where a single previous Office action contains a complete statement of 
a ground of rejection, the final rejection may refer to such a statement and also 
should include a rebuttal of ariy arguments raised in the applicant's reply.... 

The 2/14/05 Advisory Action p 3 squarely admits that the 10/25/04 Office Action was 
incomplete and unclear: 



October 2004 contains a copy of the rtspoi 



because paragraph 14.7 of the Office Action of 
>nse from paragraph 14.1 teganUng claim 22. This 



Supplement to Petition 

This paper dated October 3 1 , 2005 



12 1 J 4596-03-4000 S/N 09/385,394 

3037609.2 



PAGE 13/14 * RCVD AT 10/31/2005 5:00:38 PM [Eastern Standard Time] * SVR:USPT0-EFXRF-6/32 * DNIS:2738300 * CSID:12127288111 * DURATION (mm-ss):05-56 



FROM WILLKIE FARR 37 FAX DEPT- 



(MON)IO. 31' 05 17:08/ST. 17: 02/NO. 4200000101 P 14 



Application Serial No. 09/3X5,394 ' 
Attorney Docket No. 1 14596-O3-4OO0 j 
Supplement to Petition - Uijs papa dated October 3 1 . 2005 

was a typographical mistake in the office actbn of October 2004. THe comet response was: 
Goete a al. taught using "th<j instmoioos ... following first and second data storage 
conventions'* at col. 15 Gnes 45-49. 



An Advisory Acuon is both an untirjiely place to state a new issue, and improper in its attempt to 
inject a third paper into any appeal. (Thus, the procedural requirements for closing prosecution 
are not satisfied. j 

Until all issues are explainedjtimely and "clearly" in no more than two papers, Rule 1 13 
and MPEP § 706.07 make clear that closing of prosecution is premature. 



V. Conclusion 

For these reasons, the finality of the Action of 10/25/04 should be withdrawn. 
Prosecution should be reopened, and the Amendment filed 4/25/05 should be entered as of right 
(even without a showing of reasons under Rule 1 16). In the alternative, the Amendment of 
4/14/05 should be entered pursuant tp 37 CJ.R.§ 1.116(b)rj}. Neither case, and in addition. 
Examiner Ellis should be instructed tfiat he will not receive a disposal "count" until he mails two 
Office Actions that fully and fairly trjau all claims (at least all independent claims) pending in the 
application, setting forth factual and jegal findings on all issues instructed by the Director in 37 
C.F.R. § 1.104 and MPEP Chapters 7!00 and 2100. 

j 

It is believed that this paper occasions no fee. Kindly charge any fee due to Deposit 
Account No. 23-2405, Order No. 114js96-03-4000. 

Respectfully submitted, 

WILLKIE FARR & GALLAGHER LLP 



Dated: October 31. 2005 




By: 



D&tfE. Boundy f \ 
Registration No. 36,46^ 

WILLKIE FARR & GALLAGHER LLP 

787 Seven* Ave. 

New York, New York 10019 

(212)728-8000 

(212) 728-8111 Fax 
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